Aug-l6-05 11 :4SA 



P-07 



AppLNu. IU/6VH,«*»9 c 

Amdt Daied 16 August 2<)r>5 

Reply lo t}|rYlcc Action of 1 7 Juno 2(KW 

REMARKS/ARGUMENTS 

In the Office Action, the Examiner slated that Apphcaiit's previous arguments were not 

considered persuasive. Specifically, Ihe Examiner slated as follows: 

In response to Applicant's argument thai Sucre and Lm do not include certain 
features of AppUlcant's invention, the limitations on which the Applicajit relies (i.e., the 
thickness of the upper layer being uniform thickness) arc not stated in the claims. 

Accordingly Applicant has amended indepcndcTil claim 1, fruiTi wfiich the other claims 
depend, to expressly rccile that the upper layer of material in the arch portion has a thickness 
"that is substantially uniform with a thickness of said material in a remainder of said body," 

For the reasons explained in Applicant's prior response, both Sacrc and FJn fail to show 
an insert that meets this requirement. Moreover, Hrown 'IS6 adds nothing that would teach or 
suggest this clenieni. 

Furthemiore, Applicani has amended claijn 1 to recite that the body of the insert has 
"sufficient rigidity that said upper surface thereof will not deform or collapse under said foot/' 

None of the reference teach or suggest an insert meeting this requirement. Instead, all 
show devices in which the upper surface of the body intentional [y docs defomi and collapse 
under the user's foot: In Sacre, the upper surface is designed to '*flcx up and down when a 
person lifts and lowers his or her fool"; in Lui, the surface collapses lo produce a "cushioning'' 
elTcci; in Hroyvn '186^ the arch area collapses and changes shape under the foot. 

in order lo anticipate a claim, the reference much teach every element of the claim 
(MPEP 2131); in order lo establish prima facie case of obviousness, all of the claim limitations 
miisi be taught or suggested by the references that are combined (MPEP 2141). As has been 
explained above, the references, taken alone or in combination, fail to show an insert in which 
cither (a) the upper layer of material m the arch portion has a tliickness that is ''substantially 
uniform with a thickness of said material in a remainder of said body", or (b) a body "having 
sufficient rigidity that said upper surface thereof will not deform or collapse under said foot". 
Accordingly, it is respectfully submitted that claim 1 and its dependent claims, as amended 
herein, are patcnlably distinct over the cited references. 
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In addiCion, Applicant's dependent claims include limitations thai fuTthcr dislinguisli over 
the art: Claim 7 recites a depending ridge around a pcrinioter of a lower surface of the body for 
penetrating into an insole of a shoe; claim 8 recites tliat Ihe ridge extends between the lengthwise 
ccnterline of the insert and the ribs beneath the arch area; claim 9 itsciles thai the ridge extends a 
spaced distance behind a metatarsal head area. None of these elements is taught or suggested by 
the references. 

It is believed thai all remaining claims are now in condition for allowance. Since it 
places ihe application in condition for allowance, the applicaiit respectfully urges entry of this 
amendment after fmal rejection (MPEP 714.12). If there is any matter that can be expedited by 
consultation with Applicant's attorney, such would be welcome. Applicant's attorney can 
normally be reached ut the telephone number given below. 

Signed at BeUingham, County of WJiatcom, State of Washington this 16'** day of August 

2005. 

Respectfully submitted. 




PAGE 8/8«RCVDAT8/1»20054:03:43PM [Eastern DayfightTime]'^ 



